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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^l Responsive to communication(s) filed on 04 September 2008 . 
2a )^ This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 2-7 and 17-30 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) ^ Claim(s) 30 is/are allowed. 

6) |EI Claim(s) 2-7 and 17-29 is/are rejected. 
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Application/Control Number: 10/666,442 Page 2 

Art Unit: 2815 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 2-7,17-29 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

It is unclear whether applicant is reciting a laser as part of the submount or 
whether there is an additional laser on top of the submount or whether the new 
limitation is merely intended use of the "submount". It is noted the submount should not 
include in its structure the laser mounted on it, or include an additional laser as the 
specification does not support such extra laser feature. Additionally, the recitation "the 
laser" can be considered to lack antecedent basis as there is no "laser" because "to 
mount a laser" is intended use. The claim is unclear, and for the present examination 
the recitation will be considered a mere statement of intended use of the submount, as 
the preamble recites "to mount a laser", and the recitation "is mounted" can also be 
interpreted as "intended use". 

Claims 3,7,17,20-22 and 27-29 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Hauer '302, 
of record. 

The previous rejection still applies. The new limitation "wherein the laser is 
mounted on the top layer" is a statement of intended use and does not distinguish the 
claims over Hauer because: first, laser 60 can be described as "mounted" on the top 
layer 2 through planarization layer 1; secondly, a laser can actually be mounted directly 
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on and physically touch layer 2. Consider, for example, structures 5 or 12 mounted on 

layer 2, proof a laser structure could actually be located on layer 2. The new limitation 

does not require the laser submount to include a laser as part of the submount, or 

necessitate a laser absolutely physically and directly attached to the submount. The 

new limitation is considered functional language or a statement of intended use. 

> While features of an apparatus may be recited either structurally or functionally, claims< 
directed to '-■ an apparatus must be distinguished from the prior art in terms of structure 
rather than function. >In re Schreiber. 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 
143 1-32 (Fed. Cir. 1997) (The absence of a disclosure in a prior art reference relating to 
function did not defeat the Board's finding of anticipation of claimed apparatus because 
the limitations at issue were found to be inherent in the prior art reference); see also In re 
Swinehart, 439F.2d210, 212-13, 169 USPQ 226, 228-29 (CCPA I971);</ore 
Danly, 263 F.2d 844, 847, 120 USPQ 528, 531 (CCPA 1959). "[Ajpparatus claims 
cover what a device is, not what a device does" Hewlett-Packard Co. v. Bausch & 
Lomblnc, 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990) (emphasis 
in original) . 

See also In re Swinehart 169 USPQ 226, Ex parte Minks 169 USPQ 120 and In 
re Pearson 181 USPQ 641 where it was decided that functional language, statements of 
intended use, or mere labels do not structurally distinguish claims over anticipating prior 
art. 

Claims 2-5,7,17,20-22, and 27-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hauer with Mueller-Fiedler (MF), of record. 

The previous rejection with the above comments applies. 

Claims 2-7,17,20-22,25-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hauer with MF and Johnson, of record. 

The previous rejection with the above comments applies. 
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Claims 23 and 24 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of 
the limitations of the base claim and any intervening claims. 

Claim 30 is allowed. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 18 and 19 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-61 of U.S. Patent No. 6,947,224 
in view of Hauer, MF and Johnson. Wang discloses bifocal refractive lens for integrated 
optics. Hauer, MF and Johnson are applied as previously stated above. It would have 
been obvious to practice Wang with structure as Hauer, MF and Johnson for the optical 
advantages. 

Claims 18 and 19 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-4 of U.S. Patent No. 6,956,992 in 
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view of Hauer, MF and Johnson. It would have been obvious to practice bifocal 
diffractive integratable lens as Coleman with Hauer, MF and Johnson to improve optical 
coupling. 

Applicant's arguments filed 9/4/08 have been fully considered but they are not 
persuasive. Applicant argues "direct" connection of the laser to the "top layer", however, 
such is neither explicitly claimed nor explicitly required, as stated in the above rejection. 
Further, contrary to the argument, the laser is "mounted" on the top layer, at least 
"indirectly". 

Arguments regarding claims 2-5 are not convincing of patentability because the 
listed substrates (silicon) or planarization layer material (silicon oxide) are so common in 
the industry there cannot be any unexpected results. Note also both Hauer and MF 
disclose silicon substrates. Glass or silicon oxide layers cannot be considered 
unobvious here on a silicon substrate. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jerome Jackson Jr. whose telephone number is 571- 
272-1730. The examiner can normally be reached on M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ken Parker can be reached on 571-272-2298. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jerome Jackson Jr./ 

Primary Examiner, Art Unit 2815 



